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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )[X] Responsive to communication(s) filed on 07 November 2003 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1, 3-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1 and 3-15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

£))□ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§ 119 and 120 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)[ZI All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attach ment(s) 

1 ) £3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). — 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Detailed Action 

The amendment of November 7, 2003 is hereby acknowledged and entered. 

The text of those sections of Title 35, U.S. Code not included in this action can be found in the prior Office 

action. 

35U.S.C. 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the 
applicant regards as his invention. 

Claims 1 and 3-15 remain rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

In claim 1, the term "high differentiating potential" is still indefinite as it is not defined in the specification. 
How high is "high" and this compares to what? 

Claim 1 is indefinite because the members of the Markush group are cells and organs, not tissues. 

In claim 3, it is unclear as to what is "aseptically implanted" rooted cutting, tissue or plant body? 

Claims 8, 9 and 12 are indefinite due to the cancellation of claim 2 in the amendment. 

Claim Rejections- 35 U.S.C. 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness rejections set 
forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 35 
U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly owned at the time 
any inventions covered therein were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was not commonly 
owned at the time a later invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1,3-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Amo-Marco et al in view of 
Mantel et al Amo-Marco et al discloses using MS medium containing both benzyladenine and thidiazuron in tissue 
culturing the species of Ficus stipulata to induce callus formation. Amo-Marco et al does not utilize the shoot apex, 
stem node, embryonic cell or root for the tissue culture. Amo-Marco et al. do not disclose the specific concentration 
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of BA recited in the claims. Mantell et al discloses that it is known in the art to attempt to experiment with different 
levels of hormones, etc. to optimize the performance of the culture. 

It is obvious to optimize result effective variables. As stated in the MPEP 2144.05, section II, "Generally, 
differences in concentration or temperature will not support the patentability of subject matter encompassed by the 
prior art unless there is evidence indicating such concentration or temperature is critical. '[W]here the general 
conditions of a claim are disclosed in the prior art, it is not inventive to discover the optimum or workable ranges by 
routine experimentation.' (emphasis added) In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955)." It 
was known that if one would change the concentration of benzyladenine it would alter the outcome of the tissue 
culture. Therefore, it would have been obvious of one skilled in the art to modify the method of Amo-Marco et al 
by optimizing the hormone concentration to produce more plants. Also it is obvious to start with different tissue 
types to see what works best. Thus the claimed invention as a whole would have been prima facie obvious over, if 
not anticipated by, the prior art. 



Response to Arguments 
Rejections and objections not set forth below are withdrawn from consideration. 
Applicant argues that one would not have been motivated to include any amount of benzyladenine in a 
medium as Amo-Marco et al discloses (pg. 143) using extremely high benzyladenine levels. This is not persuasive 
as Mantrell et al discloses "Within any given culture system, the level and type of growth regulator mixtures as well 

as those of carbon, potassium will affect its overall propagation performance." In addition to being explained 

in the above rejection. 

Applicant argues that Amo-Marco et al does not teach or suggest culturing methods that utilize the Ficus 
stipulata shoot apex, stem node, embryonic cell or root tissue but excised leaf explants and that one skilled in the art 
would have recognized that this technique cannot be applied. This is not persuasive as one in the art would expect 
the same results with whatever tissue one used in the invention. The specification indicates the leaf can be used 
(page 3, line 3). There is no evidence that other tissues work better and this is another factor to be optimized. 



Summary 

No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the THREE-MONTH shortened statutory period, 
then the shortened statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final action. 



Correspondence 

Any inquiry concerning this communication or earlier communications from the Examiner should be 
directed to Susan B. McCormick-Ewoldt whose telephone number is (703) 305-1682. The Examiner can normally 
be reached Monday through Thursday from 6:00 a.m. to 4:30 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's supervisor, Bruce 
Campell, can be reached on (703) 308-4205. The official fax number for the group is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application should be directed to the Matrix 
Customer Service Center whose telephone number is (703) 308-0196. 



sbm 




BRUCE R. CAMPELL, PH.D 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1600 



